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Upsoun Co. v. Wm. S. Merritt CHemicar Co. 
(269 Fed. Rep. 209) 


United States Circuit Court of Appeals, Sixth Circuit 
December 15, 1920 


TrapE-Marxs—Unrair Competition—Seconpary Meantnc—Time Ete- 
MENT. 
Defendant, who, shortly after the plaintiff had put on the market 
a medicated wafer of a certain form, size and color, under the name 
“Phenolax Wafer,” began the manufacture and sale of a similar prod- 
uct, resembling plaintiff's in the respects named, but plainly marked 
with the full name of the drug, “phenolphthalein,”’ and that of the 
defendant company, the latter is not unfairly competing with the 
former, since the time element required to give the peculiar style 
and form of the plaintiff's wafer a secondary, or trade-mark mean- 
ing, is lacking, and defendant made no attempt to “pass off” his 
goods as and for those of the plaintiff. 
Appeal from the District Court of the United States for the 
Western Division of the Southern District of Ohio. From decree 


for defendant, plaintiff appeals. Affirmed. 


F. L. Chappell, of Kalamazoo, Mich. (Chappell § Earl, of 
Kalamazoo, Mich., on the brief), for appellant. 
Walter F. Murray, of Cincinnati, Ohio, for appellee. 


Denison, Circuit Judge: The plaintiff below, appellant here, 
is a well-known manufacturer of pharmaceutical preparations. In 
the spring of 1908 it became convinced that there was a large field 
for the marketing of phenolphthalein, a laxative or cathartic drug, 
and determined to select the most desirable tablet form in which to 
put the same on the market. Tablets of this class were usually 
composed of the drug, an excipient or carrier (commonly cane 
sugar), a flavor, and a color. Several colors were in common use 
and regarded as more or less suitable—among them, pink. A great 
variety of shapes had been employed; among them, a thin, oblong, 
rectangular form, properly called a wafer, had been used. Winter- 
green and other flavors or mixtures of flavors, to cover and disguise 
the taste of the drug and make the tablet acceptable, were in com- 
mon use. The size could be as desired; but, if the tablet was to 


contain one grain of the drug and sugar enough for most efficient 
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mixing, a particular size would result. If it was thought that one- 
half the dose given by the complete tablet might be sufficient in 
some cases, it was known that the tablet could be scored across the 
center, so that it would easily break into two equal parts. With this 
situation before it, plaintiff made a thin, oblong, rectangular wafer, 
colored pink, with a specially compounded flavor, of a size appro- 
priate to one grain of the drug, and scored across the center. While 
all these various elements were old, no one had ever put upon the 
market a tablet having this combination of size, shape, and color or 
any one near enough thereto so as to make confusion. 

For this article plaintiff adopted the arbitrary trade-name 
‘“Phenolax” or “Phenolax Wafer” and during the spring and early 
summer advertised it extensively in the medical and trade journals, 
and sent circulars and samples generally to the druggists, physi- 
cians, dentists, and nurses throughout the United States. The 
extent of this advertising is indicated by the cost, which (perhaps 
including the whole year) was $30,000. A force of salesmen at 
once began making sales and was successful on a large scale. Re- 
duced to terms of single wafers (though the sales were in packages ) 
more than a million had been sold by July Ist, and 18 million by 
the end of the year. It may fairly be assumed that by October the 
sales had been 6 or 8 million. So far as appears, these sales were 
to druggists and pharmacists, wholesale and retail. The adver- 
tising sent to physicians had been intended to bring about pur- 
chases by them from the druggists, or prescriptions by them to be 
filled by druggists. 

Defendant was also an established manufacturing chemist or 
pharmacist. The fair inference from the testimony is that, in the 
summer or early fall of 1908, the salesmen of the defendant found 
the phenolax wafers on the market, sent them to defendant, and 
defendant determined to make the same thing, in the same form, 
with the expectation that it would thereby be able to fill with some- 
thing “equally as good” a part of the demand for a phenolphthalein 
tablet which plaintiff was creating. To this end defendant put 
out a tablet, which was indistinguishable from plaintiff’s, and was 


of the same shape, size, color, and flavor. It did not, however, use 
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in any form the name “phenolax,” and it put its product up in 
bottles or packages of standard form, bearing prominently its own 
name as manufacturer, and marked “phenolphthalein wafers.” It 
is not claimed that in the bottles or cartons, or anything except 
the wafer itself, there was fraudulent imitation or unfair compe- 
tition. 

The plaintiff filed its bill in the court below, based upon the 
theory of unfair competition; but it is not denied that defendant had, 
inherently and originally, the same right plaintiff had to select 
from the common stock this particular size, shape, and color. The 
opinions of this court, within recent years, have discussed many 
aspects, if not all, that arise in unfair competition. It would be 
useless to repeat what has been there said, or to refer again to the 
decisions of the Supreme Court and other courts there cited. They 
affirm or lead to the conclusions that plaintiff can have relief only 
against an attempt to palm off on the purchasing public the goods 
of defendant as the goods of plaintiff; that where the imitation re- 
lates only to matters as to which the defendant has, prima facie, a 
right equal to plaintiff, there must have been a public acquiescence 
in plaintiff's appropriation of these things for his product—a public 
sanction of the taking—sufficient to have created that secondary 
meaning whereby they have become, to the public, indicia of origin; 
and that while, when the plaintiff has selected as his means of iden- 
tification words or marks that are arbitrary, and hence proper trade- 
marks, his title is at least initiated by the appropriation, yet as to 
those means of identification, which are descriptive, or which, for 
ny reason, are known and open to all, there is no basis, in principle 

* Merriam vy. Saalfield, 198 Fed. 369, 117 C. C. A. 245 (2 T. M. Rep. 
143); Coca-Cola Co. v. Gay-Ola Co., 200 Fed. 720, 119 C. C. A. 164 (8 
T. M. Rep. 1); Samson Co. v. Puritan Co., 211 Fed. 603, 128 C. C. A. 
203, L. R. A. 1915F, 1107 (4 T. M. Rep. 225); Knabe Co. v. American Co., 
229 Fed. 23, 143 C. C. A. 325 (6 T. M. Rep. 180); Meccano Co. v. Wagner 
(D. C.) 234 Fed. 912 (6 T. M. Rep. 487); Kellogg Co. v. Quaker Co., 
235 Fed. 657, 149 C. C. A. 77 (6 T. M. Rep. 557); Saalfield v. Merriam, 
238 Fed. 1, 151 C. C. A. 77 (7 T. M. Rep. 110); Thum v. Dickinson, 245 
Fed. 609, 158 C. C. A. 37 (8 T. M. Rep. 11); Helmet Co. v. Wrigley Co., 
245 Fed. 824, 158 C. C. A. 164 (8 T. M. Rep. 1); Peninsular Co. v. Levin- 


son, 247 Fed. 658, 159 C. C. A. 560 (8 T. M. Rep. 171); Werk Co. v. 
Grosberg, 250 Fed. 968, 163 C. C. A. 218 (8 T. M. Rep. 379). 
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or in authority, for the creating of a title or quasi exclusive right in 
plaintiff, except the theory that there has been this public sanc- 
tion of plaintiff's appropriation, by acquiescence which has con- 
tinued long enough and under circumstances suitable to raise a 
presumption that the public concedes the right and to make it 
inequitable thereafter to dispute it.’ 

We have not cited the equally well-known cases involving tech- 
nical trade-marks, because, though there is at least analogy as to 
the basis of the right, there is claimed to be substantial distinction. 
In Rectanus v. United Drug Co., 226 Fed. 545, 141 C. C. A. 301 
(8 T. M. Rep. 48), this court considered a case where the plaintiff 
attempted to assert strictly trade-mark rights in advance of his 
trade; when the Supreme Court reviewed the same case (United 
Drug Co. v. Rectanus, 248 U. S. 90, 389 Sup. Ct. 48, 63 L. Ed. 
141) (9 T. M. Rep. 1), it seemed to plant the trade-mark rights 
(248 U. S. 100, 39 Sup. Ct. 51, 63 L. Ed. 141) upon the established 
results of trade—that is, upon the secondary meaning acquired by 
public sanction—and to hold that the mark could not go beyond 
the trade. It may be the essential theory of that opinion that there 
is no difference as to the basis of the right to exclude others, be- 
tween the case of the arbitrary trade-mark and the case of the 
descriptive word. Yet that court had recently held Hamilton Co. 
v. Wolf, 240 U. S. 251, 36 Sup. Ct. 269, 60 L. Ed. 629 (6 T. M. 
Rep. 169), that the trade-mark owner could recover all the profits 
realized by the infringer. The opinion of Judge Hook (206 Fed. 
611, 619, 124 C. C. A. 409) sufficiently indicates that the award 
which the Supreme Court affirmed included all the infringer’s 
profits, without regard to whether plaintiff's trade had ever reached 
the locality of the infringing sale. It may be thought that the 
complete affirmance of the entire award can rest only on the theory 
(stated by Judge Hook, 206 Fed. 619, 620, 124 C. C. A. 409) 





‘It is not material to the present case whether that public acquies- 
cence must involve the refraining from lawful competition and so would 
not reach a case where and while a patent gave a monopoly (Merriam v. 
Saalfield, supra, 198 Fed. at page 374, 117 C. C. A. 245), or is sufficient 
if it involves only the public education to the point where it thinks of the 
original when it sees the copy (Shredded Wheat Co. v. Humphrey Co. 
[C. C. A. 2] 250 Fed. 960, 963, 163 C. C. A. 210). 
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that a technical trade-mark, adopted and used, gives an exclusive 
right projected into territory which plaintiff's trade has not yet 
entered. Of course, no inconsistency between the Hamilton and 
the Rectanus Cases can have been intended. It is immaterial, in 
the present case, whether the basis of right is or is not just the 
same with the arbitrary mark as with the descriptive word; if 
there is any difference, it is narrower in the case of the non- 
arbitrary mark. In that case—and the present case is of that type 
—certain it is that there is no recognized basis of any right to 
exclude others, save that extent and kind of public sanction which 
has induced a common identification of maker by product, and that 
only in this way can a plaintiff claim to have any property rights 
to be protected. Equally certain it is that the existence of such 
public sanction and identification has never been inferred from 
facts so ambiguous and indefinite as we find here. 

This record does not justify a conclusion that defendant 
adopted and has sold its form of tablets with the intent that it 
should be substituted for “phenolax wafers” with purchasers who 
wanted “‘phenolax” and supposed that was what they were getting; 
though it must be conceded that the case, on its facts and with 
reference to this inference of fact, is close to the line. It would 
not be credible that defendant adopted this combination of char- 
acteristics merely because it thought them suitable; there were 
plenty of other sizes, shapes, and colors it might have adopted; 
it must have copied plaintiff's complete combination because it 
expected to get commercial benefit from the copying. This is not 
enough; to be condemned, it must have expected to practice a fraud 
or contribute to the practicing of it. There was room for it to get 
legitimate benefit from the copying through use by those (physi- 
cians or patients) who were attracted by the selected character- 
istics and who had no concern as to the maker or as to “phenolax.”’ 

The situation must be judged as it was about October, 1908, 
when defendant came on the market. The classes of purchasers 
who could then be thought of as perhaps to be defrauded were the 
direct purchasers, being the druggists and perhaps doctors, and 
the indirect, the ultimate user, being either the patient with the 
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prescription or the buyer for his own use. There is no room to 
think there was intent to defraud the direct purchaser, because what 
was done was not appropriate for that purpose. All such sales 
were made in defendant’s own packages, marked with its own name 
and label. Plaintiff and defendant were known as competitive 
manufacturers, and no druggist who bought defendant’s goods from 
defendant could have supposed he was getting plaintiff's goods. 
When we come to the other class, the ultimate user, we have a 
very peculiar situation. If the plaintiff's goods had established 
themselves with this class of purchaser, so that they were known 
as plaintiff's goods (not necessarily by plaintiff's own name; it 
might as well be by a trade-name), we would be driven to the 
conclusion that defendant intended to take advantage of the con- 
fusion and substitution which would result. 

The trouble is that there was, in October, 1908, no such repu- 
tation established with this class of purchasers. There is no direct 
evidence on this subject, and we must draw the natural inferences. 
The article had just been introduced to the trade that summer; 
only by the filling of prescriptions and by sales induced by the 
druggists had the article become known to the consumer; and the 
best that can be said is that the stage was set for the formation of 
the phenolax habit—not that any appreciable fraction of the com- 
munity had acquired it. Such a secondary meaning as is here in- 
volved comes gradually. We do not think it can be manufactured 
over night by intensive advertising. There is, to our minds, no 
satisfactory basis for finding that about October, 1908, the con- 
suming public had come to the belief that tablets of this appearance 
were “phenolax’’; and short of such rather general belief, plaintiff 
could have no quasi exclusive right which was then infringed by 
defendant. 

We do not place dependence upon the fact that the purchasing 
public would not be familiar with plaintiff's name; for the existence 
of a secondary meaning or an identification coming from appearance 
is sufficient, if it brings deceit as to identity of the article sold 
under plaintiff's trade-mark or trade-name. Saalfield v. Merriam, 
238 Fed. 1, 8, 151 C. C. A. 77 (7 T. M. Rep. 110); Shredded 
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Wheat Co. v. Humphrey Co., supra. Nor do we overlook the fact 
that similarity in appearance would be more significant with a 
medicinal tablet than with a piece of furniture. In the latter case 
the question of origin is important only as to materials and work- 
manship, and of these the purchaser can largely judge for him- 
self, while in the former case the efficiency of the drug must depend 
upon the skill and honesty of the maker, and so the purchaser cares 
more about getting the original whose merits he knows; but neither 
of these considerations can compensate for the lack of that estab- 
lished reputation among purchasers whereby, and only whereby, 
the trade dress can indicate origin. 

Since defendant entered the field, it has continued without 
interruption, and of late years other imitators have also appeared. 
If plaintiff’s rights were not sufficiently exclusive in October, 1908, 
to justify injunction, they have not since become so. Nor, if the 
tablet then adopted did not then carry deception to the public, for 
lack of a public so educated as to be likely to be deceived, does it 
help plaintiff to say that the drug was the article sold, and the 
tablet was the container or package. 

Each case depends so absolutely upon its own circumstances 
that a controling precedent is not to be expected. Each of the 
cited cases upon which plaintiff specifically relies depends upon 
the finding that the consuming public had come to regard the trade 
dress as indicating that the thing was the article which it was in 
the habit of buying and wanted to get. Schlitz Co. v. Houston Co., 
250 U. S. 28, 39 Sup. Ct. 401, 63 L. Ed. 822 (9 T. M. Rep. 279); 
New England Co. v. Marlborough Co., 168 Mass. 154, 46 N. E. 
386, 60 Am. St. Rep. 377; Thum Co. v. Dickinson, supra; Samson 
v. Puritan, supra; Elgin Co. v. Illinois Co., 179 U. S. 665, 21 
Sup. Ct. 270, 45 L. Ed. 365; Capewell Co. v. Mooney (C. C. A. 2) 
172 Fed. 826, 97 C. C. A. 248; Sterling Co. v. Spermine (C. C. 
A. 7) 112 Fed. 1000, 50 C. C. A. 657. On the other hand, the 
relief has been denied in many cases with facts more or less analo- 
gous to those here. See American v. Saginaw (C. C. A. 6) 103 
Fed. 284, 43 C. C. A. 233, 50 L. R. A. 609; Diamond Co. v. Sagi- 
naw Match Co. (C. C. A. 6) 142 Fed. 727, 74 C. C. A. 59; Globe- 
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Wernicke Co. v. Macey (C. C. A. 6) 119 Fed. 696, 56 C. C. A. 
304; Keystone Co. v. Portland Co. (C. C. A. 1) 186 Fed. 690, 
108 C. C. A. 508 (1 T. M. Rep. 106). The rule in the Second 
Circuit finds its last construction in Shredded Wheat Co. v. 
Humphrey Co., 250 Fed. 960, 163 C. C. A. 210 (8 T. M. Rep. 369). 

Perhaps the result which we reach in this case, rested as it 
is upon the fact that defendant copied the product and began its 
competition before there was time for plaintiff to get the indicative 
effect of its trade dress sufficiently established, is most severely 
tested by saying that this would make the diligent thief immune, 
while the one who might hesitate and delay must give up his plun- 
der. The answer is that there can be no larceny, unless the title 
or possessory right of the first holder is better than that of the 
second taker, and that in this case, until the general public belief 
among users that tablets of this appearance were phenolax wafers 
had come into existence, plaintiff's title to this combination of 
characteristics was no better than defendant’s. 


If it is said that there is injustice in a state of the law which 


denies protection to a plaintiff who has expended $30,000 in intro- 
ducing his peculiar tablet, it must be remembered that in this case 
the expense indivisibly inured to the advantage of the trade-mark 
“phenolax,’ which is now fully respected; and in any such case 
it may be a lesser evil that plaintiff must fail of full protection than 
that free choice of common form should be denied to competitors. 

The court below dismissed the bill, and its decree is affirmed. 
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EpGar-MorGan Company v. ALFocoRN MILLING CoMPANY, ET AL. 


The District Court of the United States, Eastern District of 


Missouri 
January 19, 1921 


TravE-Marks—INFrRINGEMENT—Prior RigutT—Exrension or Use to 

Orner Goons. 

Plaintiff, having a prior right of use to the word “Happy” as the 
word feature of a trade-mark for hen feed, which use it later ex- 
tended to feeds for hogs, cattle and chickens, is entitled to protec- 
tion therein as against the use by defendant of the trade-mark 
“Happy Mule” for horse and mule feed, inasmuch as the respective 
goods, though not identical, are all intended for domestic animals. 
TrapeE-Marxs—‘Hapry” ann “Happy Mute” ror Stock Freps—Dts- 

TINGUISHED From Use on Goons ror Human ConsumptTion—DE- 

FENSE. 

In the case at issue, the prior use of the word “Happy,” either 
alone or in combination with a pictorial device, as a trade-mark for 
cakes and cookies, or canned goods, does not anticipate the use of 
the same word on stock feeds, as the goods are different; and such 
a defense will fail. 


In equity. Suit for infringement of trade-mark. Judgement 
for plaintiff. 


Arthur E. Wells, of Chicago, Ill., for plaintiff. 
H. G. Cook, of St. Louis, Mo., for defendant. 


Faris, D. J.: This is an action for injunction and for profits 
for the alleged infringement of plaintiff's common law trade-mark. 
The parties are each engaged in the identical business of manu- 
facturing and selling what are commonly called mixed feeds, or 
commercial feeds, for domestic animals. Plaintiff began making 
and selling a food for hens and other domestic fowls in 1915, which 
it called “Happy Hen” Scratch Feed. In August, 1918, it began 
to make and market “Happy Hog” feed, “Happy Cow” feed and 
“Happy Chick” feed. Plaintiff advertised its “Happy Hen” feed 
very extensively in the South in 1916, 1917 and 1918. It sold 
annually in each of these years from 5,000 to 7,000 tons of its 
“Happy Hen” feed. 

Plaintiff put this “Happy Hen” feed on the market in jute 
bags, on which, below the alleged “Happy Hen,” appeared the 
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picture of a hen, scratching dollars out of the jute background. 
This hen, while not seemingly dominated by superabundant bliss, 
yet appeared from her counterfeit presentment to be enjoying a 
life of supreme contentment, unalloyed by carking care, or remorse 
of conscience. 

In compliance with the local laws of Florida, plaintiff regis- 
tered its “Happy Hen” Scratch Feed formula, brand and trade- 
mark in that state in 1915 (cf. Sees. 12, 151-12, 161, R. S. Mo. 
1919). In August, 1918, it likewise registered its formula, brands 
and trade-marks for divers other of its “Happy” feeds, including 
Chick Feed, Cow Feed and Hog Feed. Plaintiff did not begin 
making and selling any Happy brand of mule or horse feed until 
September, 1919, at which time it registered the formula, brand and 
trade-mark for its ““Happy Horse and Mule” feed in divers states. 
These several registrations were had in some eighteen states or 
more at approximately the several dates stated above. 

Defendants began making and selling a similar, but much 
cheaper and inferior feed for horses and mules in April, 1918, 
which it called “Happy Mule Horse and Mule Feed.” This feed 
they marketed in jute bags similar in size, color, shape and con- 
tents to those used by plaintiff. Defendant’s product bore on 
those containers the words “Happy Mule Horse & Mule Feed,” 
with the net contents and the name of defendant corporation very 
legibly and prominently displayed thereon. The bag also bore 
printed thereon a picture of a mule, palpably enjoying the most 
hilarious happiness, if a wide-open mouth and upreared caudal 
appendage serve to depict such a status. Inferably, the mule’s 


exurberant felicity is attributable to the opinion entertained by 
the mule of the quality of defendant’s feed. 


Both plaintiff and defendant corporations are, as aforecast, 
large manufacturers of mixed feeds for poultry and other domestic 
animals. Both of them put these feeds upon the market under 
various names and brands; the constant effort apparently being to 
devise some “catchy” name or phrase by which to designate these 
feeds and thus add to their sales. There is no doubt upon the 
record that plaintiff adopted and used the name “Happy Hen’ 
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to designate a brand of hen feed made and sold by it, some three 
years before defendant corporation began to use the name “Happy 
Mule” to designate the horse and mule feed sold by it. In April, 
1918, the time at which defendant corporation began using the 
designation ““Happy Mule” as a name for its horse and mule feed, 
plaintiff was advertising, making and selling but one feed, namely, 
hen feed, in which it used the word “Happy.” Four months after 
this plaintiff began using the word “Happy” in connection with 
Cow Feed and Chick Feed; sixteen months later plaintiff first put 
out its “Happy Horse & Mule Feed,’ so that plaintiff is now 
making and selling a fairly complete line of goods of its “Happy” 
brand as feed for domestic animals. 

Defendant offered divers registered trade-marks wherein the 
word “Happy” was used as anticipatory of plaintiff's claim. These 
included “Happy Child” (simply, with any picture of a child) for 
cakes and cookies, “Happy Vale’ for canned goods, and others, 
belonging in the class of that last above mentioned. 

I do not think that, as a matter of law, plaintiff’s use and 
adoption of the word “Happy,” in combination with the name of 
the particular animal for which the feed was intended, as a desig- 
nation of its feed for domestic animals, is so far anticipated by 
the use of the word “Happy” in combination with the word “Child” 
to designate cakes, intended for human consumption as to preclude 
plaintiff's adoption for the purpose and in the mode stated, of the 
combination here in issue. With the other examples from the analo- 
gous prior art there is no manner of difficulty. Each of them may 
be said to be objective illustrations of the use of the word “Happy” 
as contra-distinguished from the subjective phrase connoted and 
present in the instant case. The former class is exemplified by 
the use of the words “Happy Vale” on canned fruit. 

Of course, the phrase “Happy Child” when applied to cakes, 
or cookies, connotes the idea of a child made happy by the excel- 
lence of the goods sold under the name. So far the cases are 
similar. But there exists two points of difference: one of these 
is that the food is intended in one case for human beings, and in 


the other for domestic animals. The other is that in addition to 
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the Happy Hen, plaintiff has used as its mark the picture of a 
hen, in the seeming enjoyment of apparent bliss, thus conveying 
the notion of happiness by both the picture and by the phrase or 
words used. This notion to the very fullest extent defendant has 
taken over and adopted. 

The right to a trade-mark, absent as here registration in the 
Patent Office, arises at common law from priority of appropriation 
(Trade-Mark Cases, 100 U. S. 1. c. 94). Such priority upon the 
undisputed facts here belongs to plaintiff, so far as that use of 
it to designate feed for poultry is concerned. Defendants insist, 
however, that plaintiff's priority of use, attaches under the facts 
to the use of the phrase and picture only for the purpose of desig- 
nating poultry feed, and therefore defendants are, under the law, 
invading no right of plaintiff in adopting and using the idea to 
designate horse feed and mule feed. 


I do not think the law applicatory to the facts warrants so 
narrow and restricted a view as defendants here urge upon this 
point. Plaintiff and the corporate defendant are engaged in pre- 


cisely the same business and are competitors for trade in the same 
territory. Some confusion has already arisen. The proof shows 
that domestic fowls eat the mule feed. Absent such proof, the 
formula in evidence disclosed that, present opportunity, the hen 
will eat the mule feed and the mule will eat the hen feed. Courts 
may, I opine, so far judicially notice the tastes and habits of well- 
known domestic animals such as those here involved. 

The ruling cases, moreover, as I am constrained to construe 
them, seem to be opposed to the contention of defendants (Carrol 
v. Ertheiler, 1 Fed. 688; American Tobacco Co. v. Polascek, 170 
Fed. 117; Florence Mfg. Co. v. Dowd, 178 Fed. 73; Van Zile v. 
Norub Mfg. Co., 228 Fed. 829 (6 T. M. Rep. 221); Aunt Jemima 
Mills Co. v. Rigney & Co., 247 Fed. 410 (8 T. M. Rep. 168); Hel- 
met Co. v. Wm. Wrigley Co., 245 Fed. 830 (8 T. M. Rep. 1); 
Hanover Milling Co. v. Metcalf, 240 U. S. 403 (6 T. M. Rep. 
149). 

The case of Florence Mfg. Co. v. Dowd & Co., supra, is upon 
the facts on all fours with the case at bar, upon this mooted point. 
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The facts of the latter case and the rule of law which governs, are 
thus stated by the court: 


But it is urged that as the complainant did not manufacture tooth 
brushes at the time the defendants entered the field, it cannot be injured 
by the sale of tooth brushes by others. We do not think the conclusion 
follows. The complainant had acquired a reputation as the manufacturer 
of high grade toilet brushes; it certainly had a right to include tooth 
brushes at any time, and, when it did so, purchasers who were acquainted 
with the high character of its goods, would quite likely purchase its tooth 
brushes, deeming its previous reputation a guaranty of excellence. In 
other words, the complainant did not abandon the right to make “Keep- 
clean” tooth brushes because it did not at the outset make such brushes, 
as well as other varieties of toilet brushes. 

Test it by an illustration: Suppose a hatter had for years en- 
gaged in making silk hats and “Derbys” and as such had acquired an 
enviable reputation, but had never made straw hats; could the proposition 
be successfully maintained that a rival could make straw hats and offer 
them to the public in circumstances which would lead them to believe 
they were procuring the product of the old established manufactory? 
The public is deceived by such conduct, the reputation of the established 
manufacturer is injured if the goods represented to be his are of inferior 
quality and he is hindered in entering a field which he has a right to 
enter at any time he sees fit. These views are, we think, sustained by the 
following authorities: Collins Co. v. Ames Co. (C. C.) 18 Fed. 561; 
Holeproof Co. v. Wallach, 172 Fed. 859, 97 C. C. A. 263; Holeproof Co. 
v. Pitts (C. C.) 167 Fed. 378; Florence v. Dowd §& Co., 178 Fed, 1. ¢. 75. 


Other cases which I cite above affirm the doctrines announced 
in the quoted excerpt from the Dowd case supra. I am constrained 
to conclude, therefore, (a) that since plaintiff was first in point 
of time to use as its trade-mark the word “Happy” in connection, 
both with the name of a domestic animal for which the feed was 
designed, and of a picture depicting such animal in a condition of 
seeming bliss, it is, as against defendant, entitled to use this brand, 
or common law trade-mark; and (b) that such prior use of this 
trade-mark to designate feed designed for one species of domestic 
animals, confers on plaintiff as against defendants the legal right 
to extend the use of this trade-mark to feed designed for others 
of the same genus, domestic animals. 

The finding will, therefore, be in favor of the plaintiff and 
against the defendants on the issues joined, and a decree perpet- 
ually enjoining defendants as prayed in the petition may be sub- 
mitted. 
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The matter of damages and an accounting, therefore, will be 
referred to a Master to be hereafter appointed and named in the 
decree. 


Hus Dress Mra. Co. v.. RorreNnBERG, ET AL. 
(129 Northeastern Rep., p. 42) 


Supreme Judicial Court of Massachusetts 


January 12, 1921 


Trape-Marxs ano Trapve-Names—Unrair Competition not Proven— 

Non-CompetinG Goons. 

Where, after plaintiff had incorporated as “Hub Dress Manu- 
facturing Company” and engaged in the manufacture of women’s 
dresses, defendants began to put out women’s dresses under the name 
“Hub Novelty Dress Company,” the latter cannot be enjoined from 
using said name, as the novelty dress goods made by them do not 
compete with the cotton wash goods made by the plaintiff. 
TrapeE-Marks AND Trape-Names—Unram Competirion—Lack oF 

EvIvpENCE. 

Where, in the case at issue, defendants made no attempt to pass 
off their dresses as those of plaintiff, and both sold exclusively to 
dealers who were not likely to be deceived in the goods, held, no 
cause of action can lie. 


From decree dismissing the complaint, plaintiff appeals. Af- 
firmed. 


Dunbar, Nutter § McClennen, of Boston (Jacob J. Kaplan 
and George P. Davis, both of Boston, of counsel), for 


appellant. 
Stoneman & Hill, of Boston, for appellees. 


Carro.u, J.: The plaintiff, a Massachusetts corporation, has 
carried on business since January, 1918, in its corporate name, 
the Hub Dress Manufacturing Company. In April, 1919, the de- 
fendants adopted the name Hub Novelty Dress Company. The 
plaintiff in this suit in equity prays that the defendants be re- 
strained from conducting their business under the name “Hub 
Novelty Dress Company” or “any other name containing both the 
words ‘Hub’ and ‘Dress.’”’ The defendant demurred, but went to 
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trial on the merits. This was a waiver of the right to be heard on 
the demurrer. Bauer vy. International Waist Co., 201 Mass. 197, 
200, 201, 87 N. E. 637. 

The parties are manufacturers of women’s dresses, selling their 
goods only at wholesale. The plaintiff sells throughout the United 
States, the defendants in New England, and a large part of the 
business of both is in Boston. The dresses sold by the plaintiff 
are all of staple cotton material such as prints and calicoes, which 
can be washed. The defendants make and sell silk or woolen 
dresses which are rarely of plain or staple texture. They are 
known in the trade as novelty goods and are not what are called 
wash dresses. The judge found that the plaintiff and defendants 
were not competitors and a decree was entered dismissing the 
plaintiff's bill. 

While it is the duty of this court in a suit in equity where 
the evidence is reported to examine carefully the evidence and reach 
its own decision on the facts, yet the finding of the trial court, 
where he has the opportunity to see the witnesses, will not be 
reversed unless plainly wrong. Jennings v. Demmon, 194 Mass. 
108, 80 N. E. 471. From a careful examination of the evidence 
we are satisfied that the finding was right, and it must stand. 

“The plaintiff is entitled to relief only on the ground of unfair trade 
competition or interference with his established rights. * * * There can 
be no recovery unless it appears that there has been a wrongful appro- 
priation by the defendants of trade which belonged to the plaintiff. * * * 
Actual or probable deception of the public to the harm of the plaintiff 
is the basis of the action. There can be no unfair competition unless the 
plaintiff is in fact a rival for the trade which the defendants secure.” 
Kaufman v. Kaufman, 223 Mass. 104, 106, 107, 111 N. E. 691, 692 (6 T. M. 
Rep. 266). 

This principle of law is controlling in the case at bar. 

The defendants did not attempt to palm off their goods as 
those of the plaintiff. They did not attempt to appropriate the 
plaintiff's business by using the name “Hub Novelty Dress Com- 
pany.” Cotton dresses such as were made by the plaintiff were 
not made by the defendants. Their product was of a material well 
known in the trade and entirely different from that used by the 
plaintiff. Under such conditions it is improbable that the customers 
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of the plaintiff in the exercise of ordinary care could be deceived 
to the plaintiff's harm, or could confuse the name of one concern 
with the other. The business of the parties was not the same and 
they were not, in fact, competitors. See Briggs v. National Wafer 
Co., 215 Mass. 100, 102 N. E. 87, Ann. Cas. 1914C, 926 (3 T. M. 
Rep. 323). Unless the dealers who bought at wholesale were 
likely to be deceived, or the defendants attempted to profit by the 
plaintiff's reputation by taking its business by unfair means, the 
plaintiff cannot have relief. As was said in Viano v. Baccigalupo, 
183 Mass. 160, 163, 67 N. E. 641, 642: 

“Is the defendant, as a question of fact, passing off its goods as the 
plaintiff’s goods, or passing itself off as the plaintiff?” 

It has been found by the judge who heard the evidence that 
the name adopted by the defendants is not likely to mislead those 
with whom the parties deal and among whom they look for busi- 
ness. This finding is fully warranted by the evidence. The par- 
ties were not rivals, and the defendants did not attempt to pass 
off their goods as the plaintiff's or to deceive the public. The 
decree for the defendant must be affirmed, with costs. 

So ordered. 


Henry W. Fisuet & Sons, INc. v. Distinctive JEwetry Co., INc., 
ET AL. 


New York Supreme Court, New York County 


February 23, 1921 


TrapvE-Marks AND TrapE-Names—SIMILATION OF LaBeL—INJUNCTION. 

The plaintiff, having used in connection with its business and 
made distinctive of its goods the phrase “Jewelry of Distinction” and 
the word “Silverite” as a trade-mark, is entitled to be protected in 
their use as against the use by defendant of the trade-name “Distinc- 
tive Jewelry Co.” and the trade-marks “Silverine” or “Silverin” in a 
similar business. 


In equity. Decree for plaintiff. 

Williams & Pritchard, of New York City (Harry D. Nims, 
of counsel), for plaintiff. 

I. Maurice Wormser and W, M. Macy, of New York City, for 
defendants. 
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Devenanty, J.: I am clearly convinced from the proof ad- 
duced at the trial of this case that the plaintiff is entitled to an 
injunction restraining the defendant from using as its corporate 
name “Distinctive Jewelry Co.” and from applying the words 
“Silverine” or “Silverin’” or “Distinctive Silverine’ in connection 
with its wares. Plaintiff is also entitled to have an order restrain- 
ing defendant from the use and display of tags, etc., copied from 
plaintiff's stationery. There can be no dispute as to the law in 
eases of this kind. As stated in Ball v. Broadway Bazaar, 194 
N. Y. 429. “All such cases, whether of trade-marks or trade- 
names, or unfair use of another’s reputation are concerned with 
an injurious attack upon the good-will of a rival business.” The 
word “Silverite” is a fanciful combination invented by the plaintiff 
and advertised by it so extensively that it has acquired a definite 
trade meaning. As to the phrase “Jewelry of Distinction,’ plain- 
tiff has used the same in connection with its manufacture of mer- 
chandise for some years. There can be no excuse for copying the 
labels, tags, and stationery of the plaintiff. As to the defendant’s 
corporate name, it is hard to believe that defendant should have 
’ with no 
thought of confusing the trade or taking advantage of plaintiff's 


accidentally hit upon the name “Distinctive Jewelry Co.,’ 


standing. Several of the defendant’s principal employees were 
former employees of the plaintiff, and while they may have a per- 
fect right to go into business for themselves, it seems strange that, 
if they were acting in good faith, they could not have found in 
the English vocabulary of 450,000 words, or the foreign languages, 
or in the scope of inventive fancy, some title other than that used 
by the plaintiff (see Hatzler v. Goshen Sherwin Ladder Co., 104 
N. E. 84) (4 T. M. Rep. 102). Of course the name selected by 
the defendant is not identical with the phrase used by the plaintiff; 
that would be too obvious an invasion of the plaintiff's rights. But, 
as pointed out in Cellonite Mfg. Co., 82 Fed. 97, “Similarity, not 
identity, is the usual recourse when one party seeks to benefit him- 
self by the good name of another.” I am satisfied that the plain- 
tiff is entitled under the authorities to injunctive relief in the re- 
spects named, and judgment is accordingly directed. Present de- 
cision and judgment on notice. 
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Aunt Jemma Mitts Company v. THe Buiarr MiLLtinag CoMPANY 


The Court of Appeals of the District of Columbia 
February 7, 1921 


Trape-Marks—Opposition—ConrusinG Siminariry—Coior anp ErTH- 

NOGRAPHIC FEATURES. 

Where appellant had adopted and widely advertised years before 
appellee began business, a trade-mark consisting of the words “Aunt 
Jemima,” with the picture of a smiling negress, for pancake flour, 
it should be protected in its use as against the use by the appellee on 
similar goods of the word “Sambo” and the representation of a smil- 
ing negro cook, since in each mark the distinguishing feature is the 
device of a colored cook, which would indicate to the average pur- 
chaser that the goods had a common origin. 
TrapE-Marks—SIMILARITY—APPROPRIATION OF Goop- WILL. 

Where, as in the case at issue, defendant, located near plaintiff, 
entered the field later and began the use as a trade-mark for similar 
goods a device widely known as identifying the latter’s product, he is 
open to the suspicion that he is attempting to appropriate some of 
his competitor’s good-will. 

Appeal from a decision of the Commissioner of Patents. Re- 


versed. 


Francis M. Phelps, of Washington, D. C., and E. S. Rogers, 
of Chicago, Ill., for appellant. 

Henry S. Knight, of Washington, D. C., Arthur C. Brown, of 
Kansas City, Mo., and James W. Orr, of Atchison, Kan., 
for appellee. 


Appellant company, a Delaware corporation, with its place of 
business at St. Joseph, Mo., filed its opposition to the registration 
of a trade-mark by appellee company, a Kansas corporation, doing 
business at Atchison, Kan., twenty-three miles from St. Joseph. 

Appellant’s device is the well-known “Aunt Jemima” trade- 
mark for self-rising buckwheat flour. It consists of the words 
“Aunt Jemima’s,” having underneath the bust picture of a full- 
faced, smiling negress, with a handkerchief wrapped about her 
head and shoulders. This mark has been used by appellant com- 
pany and its predecessor in business at St. Joseph, Mo., on pan- 
cake flour since 1889, and on buckwheat flour since 1904, Appel- 
lee’s mark consist of the word “Sambo,” having underneath the 
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representation of a full-faced, clean-shaven, smiling negro, having 
a white cap on his head and wearing a long apron, bearing in one 
hand a plate of smoking cakes, and in the other hand a cake turner. 
This mark has been used by appellee company at Atchison, Kan., 
on pancake flour since 1913, and on pancake buckwheat flour since 
August 7, 1916. 

The opposition is based upon the similarity of the marks and 
the likelihood of confusion in trade when the marks are applied 
to goods of the same descriptive properties. 

From an order dismissing the notice of opposition, this appeal 
was taken. 

The goods on which the marks are used are the same, and we 
think the marks are deceptively similar. It is urged that the goods 
would be distinguished as “Sambo” and “Aunt Jemima’s” brands, 
but we doubt this conclusion. The Aunt Jemima flour has become 
so widely known that a glance at the picture would satisfy the 
average purchaser. In other words, while the goods are known 
by the name, the picture is the distinguishing feature by which the 
goods are visually identified. 

In determining the question of possible confusion and resulting 
damage, it is proper to consider the manner in which appellee’s 
mark may be used. Cartons were produced at bar as exhibits on 
which the lower part of the figure of the negro cook was so covered 
with printed matter that to the casual observer only the shoulders 
and head were plainly visible. Should registration be granted, the 
printed matter could be extended until only a bust picture re- 
mained, and nothing would prevent the registrant from using what- 
ever coloring it desired in setting forth the mark, so long as the 
style of dress and the features of the negro were retained. 

We think our opinion in the case of Wayne County Preserving 
Co. v. Burt Olney Canning Co., 32 App. D. C. 279, is controlling 
here. There, as here, the marks were used on the same kind of 
goods. There, as here, the parties were located in neighboring 
towns, and there, as here, one was a bust picture and the other a 
full length figure. The mark of the appellant company in that 
case consisted of a bust portrait of General Wayne in colonial 
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military uniform, while the mark of the appellee company consisted 
of a full length figure of a colonial military officer designated by 
the words “Col. Willett.” 

Considering the similarity of the marks, the court said: “These 
marks, when appearing on the canned goods of the respective par- 
ties, exposed to the public on the shelves of the retailer, are so 
similar as to be likely to cause confusion; and where, as in this 
case, there is no evidence on that subject except the marks them- 
selves, it is the duty of the court to protect the prior registrant and 
user from the probability of such occurrence. It is strangely 
coincident that appellee, engaged in the same business as appellant, 
and located in an adjoining county to where appellant has used 
his mark for many years, should select a mark so similar. The 
property right in trade-marks is a valuable one, and is entitled to 
protection from those who would profit by its imitation, and the 
courts should resolve the doubt, if any exists, in favor of the prior 
registrant. 

So here, the adoption of the mark before us by appellee com- 
pany, situated only twenty-three miles from where appellant com- 
pany has for years been manufacturing and widely distributing its 
goods bearing the Aunt Jemima mark, will admit of but one infer- 
ence—that of gaining advantage from the wide reputation estab- 
lished by appellant in the goods bearing its mark. 

While the case is a close one, the court will adhere to its rule 
and resolve the doubt in favor of the opposer. As was said by 
Mr. Chief Justice Smyth, in William Waltke & Co. v. Geo. H. 
Schafer & Co., 49 App. D. C. 254, 263 Fed. 650: “The case is 
not free from difficulty, but where there is doubt the courts resolve 
it against the newcomer. Lambert Pharmacal Co. v. Mentho-Listine 
Chemical Co., 47 App. D. C. 197 (8 T. M. Rep. 33). The reason 
for this is, as has been said by this court more than once, that the 


field from which a person may select a trade-mark is practically 


unlimited, and hence there is no excuse for his impinging upon, or 
even closely approaching, the mark of his business rival. O. & W. 
Thum Co. v. Dickinson, 46 App. D. C. 306 (7 T. M. Rep. 496) ; 
Florence Mfg. Co. v. J. E. Dowd & Co., 178 Fed. 75, 101 C. C. A. 
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565. Where he does so he is open to the suspicion that his purpose 
is to appropriate to himself some of the good will of his com- 
petitor.”’ 
The decision of the Commissioner of Patents is reversed. 
(Signed) Jostan A. Van OrspeEL, 
Associate Justice. 
Mr. Cuter Justice SMytH, 


Dissents. 


IMPERIAL Cotto Saves Co. v. Tue N. K. Farrsanks Co. 
The Court of Appeals of the District of Columbia 


February 7, 1921 


Trapve-Marxs—Opposirion—“CorroLENE”—-RigHt To PROTECTION 

Acatnst Use on Dissimiiar Goons. 

Where the appellee and its predecessor in business had for many 
years put out a lard substitute derived from cotton-seed oil under 
the name “Cottolene,”’ and such name had come into common use as 
indicating their product, appellee should be protected against the use 
by appellant of the word as a trade-mark for stock feed, also derived 
from cotton-seed oil, since, although the goods are dissimilar, the 
public would suppose they had a common origin, and the name “Cot- 
tolene” on a stock feed of inferior quality would injure the reputa- 
tion and good-will built up under the mark. 


For decision of the Commissioner of Patents, see Reporter, vol. 
10, p. 42. 


E. T, Fenwick and Charles R. Allen, of Washington, D. C., for 
appellant. 

Archibald Cox, of New York City, and William G. Henderson, 
of Washington, D. C., for appellee. 


This is a trade-mark opposition proceeding. The appeal is 
from the decision of the Commissioner of Patents sustaining a 
notice of opposition to the registration by appellant, Imperial Cotto 
Sales Company, of the word “Cottolene,”’ as a trade-mark for an 
animal feed meal composed principally of cottonseed. 
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It appears that the predecessor in business of the opposer, 
The N. K. Fairbanks Company, coined the word “Cottolene’” in 
1887 as a trade-mark to designate a cooking fat made from cotton- 
seed oil and oleostearine. The mark has been registered in most 
of the countries of the civilized world, and the goods of the opposer 
company bearing the mark have a wide international reputation. 
The word “Cottolene,”’ coined and used exclusively by the opposer 
and its predecessor in business for over thirty years, has come to 
have a fixed meaning in the language. It appears in the modern 
editions of the dictionaries. In the latest edition of the Standard 
Dictionary, it is defined as “A derivative of cottonseed used as a 
substitute for lard.’’ It will, therefore, be observed that the word 
has come into the language solely by reason of its application by 
opposer to a certain class of goods, and the character of the goods 
defines its meaning. 

This is not, therefore, the ordinary case which may be turned 
merely upon the question whether the goods of the opposing par- 
ties are of the same descriptive properties and the use of the mark 
would be likely to lead to confusion in trade. Where this element 
is clearly present, the courts will usually go no further, but pre- 
sume damage therefrom. The protection extended by the court 
in such a case is both to the public and to the owner of the mark 
whose rights are being invaded. ‘The deceit of the public, and 
the consequent injury to it, are as much to be regarded in a court 
of equity as an injury to a plaintiff's business.” Celluloid Mfg. 
Co. v. Read, 47 Fed. 712, 715. 

In the present case, however, the issue of damage to the op- 
poser is twofold: damage from confusion of goods and more par- 
ticularly damage from confusion of reputations. The Trade-Mark 
Act broadly gives relief by opposition or cancellation proceedings 
to any one believing himself to be damaged by the registration of 
a mark. 33 Stats. L., 724, secs. 6 and 13. 


The redress thus accorded rests fundamentally upon the right 
of a person to be protected in the reputation and good-will of his 
business. “It seems to be the law that, when manufacturers have 
educated the public to ask for a certain article by its trade-mark 
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name, they have acquired the right to insist that products manu- 
factured by others shall not be given to the public under that name. 
It is just that it should be so, for the benefit derived from such 
name can only be obtained by faithful service in furnishing articles 
of recognized value. Moreover, if the trade-mark name might be 
adopted by others, inferior articles might then be produced and 
sold under it; and thereby the value to manufacturers of the reputa- 
tion of the name used by them as a trade-mark would be destroyed.” 
N. K. Fairbanks Co. v. Central Lard Co., 64 Fed. 1838, 186. 

The function of the trade-mark is to identify the origin and 
ownership of the goods to which it is attached. While there is 
a property right in a trade-mark (T'rade-Mark Cases, 100 U. S. 
82, 92, 93), the right is grounded not in the mark itself, but in 
the right to be protected in the reputation and good-will of the 
business designated and known by the use of the trade-mark. This 
property right in the trade-mark ceases with the discontinuance 
of its use. The courts, therefore, afford protection in trade-marks 
only in so far as they maintain and extend the reputation and 
good-will of the owner in the business for which they are adopted 
and used. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 
(3 T. M. Rep. 269). 

It may well be that no purchaser would mistake a stock food 
for a lard substitute, merely because they bear the same trade- 
mark. But this is not the exclusive test. While the likelihood of 
confusion in trade arising from the use of the same or similar marks 
is sufficient to establish damage, it is not the only ground upon 
which injury may be predicted. Manifestly, it would be too narrow 
a ground upon which to rest the present case. The goods are 
derived from the same product. The stock food is produced by the 
extraction of the oil from the cottonseed. A poor or adulterated 
grade of cottonseed meal, bearing the mark ‘“Cottolene,’’ would, we 
think, reflect upon the reputation of opposer’s product, which is 
known the world over by that name. It is clear that if these goods, 
derived from the same product, bear the same name, the public 
would be justified in concluding that they originated from the same 
trader. In other words, “Cottolene,” having been coined and used 
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for more than a generation exclusively as the name of a cotton- 
seed product, when adopted as the name of an inferior cotton- 
seed product, would lead to a comparison damaging to the reputa- 
tion derived from its original use. ‘The essence of the law of 
trade-marks is that one man has no right to palm off, as the goods 
or manufacture of another, those that are not his. This is done by 


using that other’s trade-mark, or adopting any other means or device 


to create the impression that goods exhibited for sale are the product 
of that other person’s manufacture, when they are not so.” Cel- 
luloid Mfg. Co. v. Cellonite Mfg. Co., 82 Fed. 94. 

For the foregoing reasons, we think the opposition should be 
sustained and registration refused. The decision of the Commis- 
sioner of Patents is affirmed. 

Jostan A. Van OrspeL, 


Associate Justice. 


ANNA M. Skene v. THE MartNeLtto Company 
The Court of Appeals of the District of Columbia 
February 7, 1921 


Trape-Marks AND TrapE-Names—Surir to Cancet RecistereD Marxk— 

IntTeREST—F atturE TO Prove Use. 

Where the appellant, in seeking to cancel appellee’s registration 
of the word “Marinello” as a trade-mark for toilet preparations, 
proved merely that, a year and a half prior to the filing of the suit, 
she was using the word as trade-name for her shop, but failed to 
show present use as such, she is not in a position to prove that she is 
being damaged by the registration, and the suit for cancellation is, 
therefore, groundless. 


Appeal from a decision of the Commissioner of Patents. Af- 


firmed. 


F. M. Phelps, of Washington, D. C., and Edward H, Stearns, 
of Chicago, IIl., for appellant. 

A. A. Smith and Max W. Zabel, of Chicago, Ill., and Joseph 
H. Milans and Calvin T. Milans, of Washington, D. C.., 
for appellee. 
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The Marinello Company has registered in the Patent Office as 
a trade-mark on certain toilet preparations the word “Marinello.”’ 
The appellant, called herein the petitioner, seeks to have it can- 
celled on the ground that she deems herself damaged thereby. 
The Patent Office denied her prayer. 

Petitioner has filed an elaborate brief in which many points 
are raised and argued. We think, however, that the proceeding 
turns on the answer to a simple question, has petitioner shown any 
such interest in the word as would entitle her to attack the regis- 
tration? The statute provides that whenever any person shall deem 
himself injured by the registration of a trade-mark, he may apply 
to the Commissioner of Patents to cancel the registration. Sec. 
13, 33 Stat. 728. We have construed this to mean that he who 
seeks cancellation must state facts from which, if true, the court 
may reasonably infer that he might be damaged unless the mark 
is cancelled. McIlhenny’s Sons v. New Iberia, etc., Pepper Co., 
30 App. D. C. 337, 339 (2 T. M. Rep. 139); Underwood Type- 
writer Co. v. A. B. Dick Co., 36 App. D. C. 175, 178 (1 T. M. 
Rep. 35); Standard Brewing Co. v. Interboro Brewing Co., 44 
App. D. C. 193 (6 T. M. Rep. 139). The only allegation with 
respect to damages made by petitioner is to the effect that she used 
the word in connection with her business for many years, and deems 
herself injured by the registration. How she used it, whether 
as a trade-mark or as a trade-name, upon goods of the same de- 
scriptive properties, or as the name of a system, or otherwise, she 
does not say. Her only proof of use is found in a copy of a bill 
of complaint filed against her by the registrant in an Illinois court, 
and introduced by her in this proceeding, wherein it is alleged that 
she uses the word “Marinello” as a trade-name for her shop. This, 
she argues, is an admission of use by her. That may be conceded, 
but to what time does the admission relate? Clearly to the time 
when the bill was filed, and that was in the early part of 1917, 
while her petition for cancellation was not lodged in the Patent 
Office until July, 1918, about a year and a half thereafter. Proof 
that she was using the name in 1917 is not satisfactory proof that 
she was doing so a year and a half later. We are aware of the 
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presumption that where a fact is shown to exist, it usually will be 
regarded as continuing in the absence of any proof to the contrary, 
but that is too flimsy a thing upon which to rest an application for 
cancellation. If petitioner was using the mark in connection with 
her business, it was very easy for her to have offered convincing 
proof of it. If she was not using it at the time she filed her appli- 
cation for cancellation, but had adandoned its use, she would not 
be in a position to urge that she was being damaged by the regis- 
trant’s use of it. 

We think petitioner has utterly failed in her proof of use, 


and therefore the decision of the Commissioner of Patents is af- 
firmed. 





